REMARKS 



Reconsideration of this Application is respectfully requested. 

No claims are currently amended. Claims 70, 71, 72, 73, 75, 80, 82, 84, 90, 92, 93, 94, 95 
are currently pending. 

Claims 70-73, 75, 80, 82, 84, 90 and 93-95 are rejected under 35 U.S.C. 102(b), allegedly 
as being anticipated by Murphy et al. and Opecamp et al., and under 35 U.S.C. 102(e), for 
allegedly being anticipated by Sachs et al. Finally, these claims are provisionally rejected on the 
grounds of nonstatutory obviousness-type patenting as being unpatentable over claims 1,6-11, 
20 and 21, of co-pending application no. 10/179,959, because the Examiner does not believe they 
are sufficiently different from similar claims. 

Based upon the following Remarks, the applicants respectfully request the Examiner 
reconsider all outstanding objections and rejections, and that they be withdrawn. 

Rejection under 35 U.S.C. $112, first paragraph 

Claim 95, stands rejected under 35 U.S.C. § 1 12, second paragraph, because it is unclear 
regarding the recited "Major Histocompatibility alleles being identical to what." Respectfully, 
Applicants clearly stated that the said cell contains an "identical set" of alleles - meaning that the 
MH alleles are identical to each other. Applicants ask that the Examiner withdraw this rejection. 
Further, Applicants would welcome Examiner's thoughts on how to make claim 95 clearer, 
appearing as it is that its metes and bounds are quite understandable to one of skill in the art. 

Double Patenting and Rejections under 35 U.S.C. § 102 

Claims 70-73, 75, 80, 82, 84, 90 and 93-95 are rejected under 35 U.S.C. 102(b), allegedly 
as being anticipated by Murphy et al. and Opecamp et al., and under 35 U.S.C. 102(e), for 
allegedly being anticipated by Sachs et al. Finally, these claims are provisionally rejected on the 
grounds of nonstatutory obviousness-type patenting as being unpatentable over claims 1,6-11, 
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20 and 21, of co-pending application no. 10/179,959, because the Examiner does not believe they 
are sufficiently different from similar claims. The Examiner's basis for rejection is that product 
by process claims are not defined by the process. Applicants will now traverse. 

Product-by-process claims are not specifically discussed in the patent statute. The 
practice and governing law have developed in response to the need to enable an applicant to 
claim an otherwise patentable product that resists definition by other than the process by which 
it is made. In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); In re Pilkington, 
41 1 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969); Buono v. Yankee Maid Dress Corp., 
77 F.2d 274, 279, 26 USPQ 57, 61 (2d Cir. 1935). 

The instant invention epitomizes a situation where a product resists by other than the 
process by which it is made and it is clearly erroneous for the Examiner to dismiss a phrase 
which breathes life and meaning into a claim, merely because it suggests how the product wad 
derived. 

While Applicants agree that determination of the patentability of a product-by-process 
claims is based on the product itself; where as here the product resists definition by other than 
the process by which it is made, the Examiner must recognize that the phrase, "parthogenetically 
created" gives life and meaning to the product that necessarily distinguishes it functionally and 
biochemically from non-parthogenetically created homozygous cells. Thus, the phrase, 
"parthogenetically created" must be seen, and was intended to mean much more than a 
production method, but also encompasses a fundamental product-defining characteristics which 
necessitated its use in the claims' preamble to properly define a product that would be otherwise 
difficult to define. 

As a term in the preamble of the claim that breathes life and meaning into the subject 
matter of the claims at issue, "parthenogenetically-created" is a necessary limitation on the scope 
of the claims. See for example Loctite Corp v. Ultraseal Ltd., 781 F.2d 861, 228 USPQ 90 (Fed. 
Cir. 1985). 
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One of skill in the art understands that parthenogenetically- created homozygous stem cell will 
encompass, at the very least, a substantially high degree of chromosomal homozygosity as to be, 
in fact, minimally heterozygous. In fact, one of the objects of the instant invention is to create 
minimally heterozygous stem cells, said minimal heterozygosity attainable by parthenogenetic 
means. 

Had the Applicants styled their claims with the following preamble, "A parthenogenetic 
pluripotent homozygous stem cells . . .," the Examiner would obviously not discount the word, 
"parthenogenetic" and the instant grounds for rejections would be entirely moot because none of 
the allegedly homozygous stem cells cited as prior art is "parthenogenetic." Because the prior art 
stem cells are derived heterozygously, as contrasted with the instant invention wherein the entire 
diploid pairs of chromosomes are derived from the same root cell, it is asserted that there in no 
basis for maintaining the rejections of record. 

However, identifying the stem cells of this invention as "parthenogenetic pluripotent 
homozygous stem cells" invites questions from one of ordinary skill in the art as to what 
"parthenogenetic pluripotent homozygous stem cells" means. In the context of the instant 
invention, it means "pluripotent homozygous stem cells derived parthenogenetically." 
Applicants ask the Examiner to appreciate the recursive process going on here. In order to 
understand parthenogenetic pluripotent homozygous stem cells, one must first understand 
how it is parthenogenetically derived. That said, the Applicants believe that given the 
patentable weight it deserves, that Applicants products are patentably distinguishable from the 
prior art and these grounds for rejection should be withdrawn. 

Similarly, because in order to understand parthenogenetic pluripotent homozygous 
stem cells, one must first understand how it is parthenogenetically derived, Applicants believe 
that the Examiner's basis for the double patenting rejection is untenable and should be 
withdrawn as well 

For at least the above considerations, Applicants respectfully assert that there is no basis 
for maintaining these grounds for rejection and respectfully ask that it be withdrawn. 
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CONCLUSION 



All of the stated grounds of objection and rejection have been properly traversed, 
accommodated, or rendered moot. Applicants therefore respectfully request that the Examiner 
reconsider all presently outstanding objections and rejections and that they be withdrawn. It is 
believed that a full and complete response has been made to the outstanding Office action and, as 
such, the present application is in condition for allowance. Applicants wish to expedite the 
prosecution process and if the Examiner believes, for any reason that personal communication 
will help expedite prosecution of this application, the Examiner is invited to telephone the 
undersigned at the number provided. 

Prompt and favorable consideration of this Response is respectfully requested. 



Respectfully submitted, 



REED SMITH, LLP 



By: 





Chris Aniedobe 
Reg. No. 48, 293 



Reed Smith LLP 
3110 Fairview Park Dr. 
Suite 1400 

Falls Church, VA 22042 
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